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Application No. 10/009,483 

Reply to Office Action of March 5, 2004. 

REMARKS/ARGUMENTS 

Upon entry of the amendment, the claims will remain as Claims 1-7. 

Examiner Lien Tran is thanked for the interview granted Applicants' representative 

on May 5, 2004. The following includes the substance of the presentation made at that 

interview. 

The amendment here presented to Claims 1, 6 and 7 is submitted to reinforce the 
recitation that the fresh bread crumbs are mixed with "powdery starch and/or powdery 
protein" and the crumbs prior to drying are "free of added liquid". The recitation is inherent 
in the claims themselves since added liquid would destroy the powdery character of the 
recited additives. And it is evident from a discussion of the prior art, particularly Japanese 
Kokai No. 8-228705 on pages 2 and 3 of the subject application that added liquid is 
undesirable. 

While at page 7, in the sentence at line 5, it is disclosed that "if desired... liquid or 
solid oil... may be caused to adhere to fresh bread crumbs", it is clear from the sentence as a 
whole that liquid oil may be excluded. 

Reconsideration and withdrawal of the rejection of Claims 1-7 under 35 U.S.C. 
§ 103(a) as being unpatentable over Rispoli et al. in view of Bernacchi et al. are requested. 

The rationale of the rejection is stated as follows: 

Rispoli et al. disclose a process of making a bread crumb 
composition. The process comprises the steps of adhering an adhesive 
comprising a protein in amount of 1-20% and up to 10% starch. The 
composition may also contain seasonings such as salt, sugar, garlic etc... in 
any amount of up to 15%. (see columns 3-4) 

The amounts of protein, starch and sugar fall within the ranges 
claimed. Rispoli does not teach applying the adhesive to fresh bread 
crumbs and then drying. 

Bernacchi et al teach to apply protein to bread crumbs. They teach 
the protein can be applied by coating the protein dispersion to wet crumb 
and then drying (see col. 7 lines 23-26). 
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Applicants add, in response, that the only methods of applying actually disclosed by 
Rispoli et al. involve the use of an edible oil and application is by spraying, please see col. 3, 
the paragraphs at lines 33 and 50 and the procedure in Example I. This is not application and 
adhesion of powdery additives as such. 

In fact, at col. 3, the sentence at line 24, Rispoli et al. teach away from dry mixing. 

The Official Action then refers to Bernacchi et al. for disclosure of application to 
"fresh bread crumbs", noting application to "wet crumb" disclosed at col. 7, lines 24-26. The 
position taken is that "wet crumb" is inclusive of "fresh crumb". 

The Official Action further states (near bottom of page 3) that: 

In any event, it would have been obvious to apply the adhesive to 
dry bread crumb or non-dry bread crumbs as both alternatives are known 
in the art as shown by the Bernacchi et al reference 

and finally, the Official Action states (page 4) 

Therefore, it would have been obvious to use dry adhesive when 
moist crumb is used if one wants to quicken the drying time. All these 
variations are within the determination of one skilled in the art; the end 
result is then same. 

In response, Applicants state that "fresh bread" and "fresh bread crumbs" are 
recognized terms in the art, and that the assertion that all variations are "within the 
determination of one skilled in the art; the end result is the same" is unsupported on the 
record. And the wording "moist crumb" and "non-dry bread crumbs" does not appear in 
Bernacchi et al . Certainly Bernacchi et al distinguish between wet and dry bread crumbs. 

As indicated by the literature listed on the attached paper, the bread art distinguishes 
between fresh bread and frozen bread as well as stale bread, between fresh bread and toasted 
bread, between fresh bread crumbs and toasted bread crumbs, between dry, browned and 
fresh bread crumbs. The prior art (see particularly The Joy of Cooking citation), recognizes 
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soaking crumbs in water and pressing the moisture out. Wet bread crumbs are not "fresh 
bread crumbs". 

The Official Action does not support its conclusionary assertions by identified 
knowledge place on the record, In re Lee , 61 USPQ2d 1430, 1434, 1435, (copy attached) 
discussed in MPEP, Feb 1, 2003, Section 2144.03B. 

It is Applicants' purpose to prepare a product by a method that avoids repeated drying 
and will adhere to food that is not battered. The recitation "fresh bread crumbs" serves to 
eliminate a drying step. The art does not achieve that result. The end result is a modified 
bread crumb which has not been shown to be the same as the crumbs disclosed by the art. 
Still, as shown in the Examples, the application to food is achieved in as desirable and 
effective way as when batter is used; note the discussion at pages 12, 15 and 17. 

It may also be added that Bernacchi et al. 's teaching is limited to a particular and 
special crumb, namely one made from a special bread incorporating heat set protein. And 
Bemacchi et al apply their crumb to a battered comestible. 

It would appear that Bernacchi et al is not appropriately combinable with Rispoli et al . 

Favorable reconsideration is solicited. 



Respectfully submitted, 
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Heat Treatment. Shellfish taken from sewage-contaminated waters and con- 
taining pathogenic virus can be made safe by thorough cooking. Foods contami- 
nated with large numbers of pathogenic microbes, or containing heat-labile toxins, 
however, are generally unsuitable for human consumption even if heat could be 
used to render these foods safe. Foods containing heat-stable microbial toxins, but 
otherwise free of microbes, are particularly hazardous because these may have 
no detectable signs of spoilage. Canned mushrooms have been implicated in 
staphylococcal food poisoning (9). Staphylococcal enterotoxin may lose only 90% 
of its toxicity by heating 19 min at 121°C. 

Preservatives. Bakery products represent an important category of mini- 
mally processed foods. Bread and other yeast and chemically leavened baked prod- 
ucts can lose their fresh quality characteristics with in 24 h at room temp erature 
o wing to chem ical changes brought about by wa ter migrat ion and'starch crystal- 
lization. This quality loss, evidenced by staling, represents a complex set of 
changes among the starch, protein, water, and lipid components of the product. 
Additives such as sodium stearoyl lactylate can inhibit staling in bread for up to 
several weeks. The potential for the growth of microbes, such as molds, which can 
tolerate low water activity conditions, can create the need for a hurdle preserva- 
tion strategy for extending the shelf life of fresh bread. Propionates as mold in- 
hibitors or packaging in an oxygen-free modified atmosphere can prevent mold 
growth. 

Long-Term Storage. Inactivation of microbes and enzymes in foods and 
food ingredients is necessary to ensure a long useful packaged shelf life. This can 
be achieved by using one or more preservation operations such as applying heat; 
using storage temperatures below - 18°C; drying to water activities below 0.65, 
that is, an equilibrium relative humidity surrounding the product below 65%; and 
by adding chemical preservatives such as organic acids (acetic or lactic) or table 
salt. Generally, heat is used to inactivate enzyme activity prior to other preser- 
vation treatments. A mild heat treatment to inactivate enzymes in foods prior to 
freezing, drying, or chemical preservation is known as blanching. A discussion of 
the methods and equipment for blanching is available (10). 

Food processing firms producing heat-preserved, frozen, dehydrated, or 
chemically preserved foods may be classified by their finished products. Compa- 
nies may be further grouped based on whether they process raw materials into 
ingredients, such as in poultry and meat processing plants, or whether they take 
these ingredients and convert them to ready-to-eat consumer products. 

Thermal Preservation Technology. The heat preservation of foods can be 
accomplished by various combinations of heating times and temperatures de- 
pending on the number and type of heat-resistant spores present, the composition 
of the food, and the physical characteristics of the food and package. Physical 
characteristics of the food such as viscosity, size of particles, size of the package, 
and starting temperature influence the rate of heat penetration into the slowest 
heating point in the package. 

The inactivation of heat-resistant spores appears to follow first-order kinet- 
ics. Thus if the rate of inactivation of a spore population is known at several 
temperatures, and the rate of heating of the slowest point in a package can be 
determined or calculated from heat-transfer principles, then the time needed to 
sterilize the package can be calculated for any external heating condition. Math- 
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SUPERSEDING 
A-A-20052A 
April 25,1986 

COMMERCIAL ITEM DESCRIPTION 

BREAD, FRESH OR FROZEN 

The U.S. Department of Agriculture has authorized 
the use of this Commercial Item Description. 

1. SCOPE. 

1.1 This Commercial Item Description (CID) covers fresh or frozen bread, packed in commercially 
acceptable containers, suitable for use by Federal, State, and local governments and other interested 
parties. 

2. CLASSIFICATION. 

2.1 The fresh or frozen bread shall conform to the type(s), style(s), product state(s), loaf size(s), bake 
type(s), shape(s), slice type(s), enrichment type(s), and seed type(s), in the following list which shall be 
specified in the solicitation, contract, or purchase order. 

Types, styles, product states, loaf sizes, bake types, shapes, slice types, enrichment types, and 
seed typ es. 



Type I - White, enriched 


Style A - 


Thin 


Style B - 


Regular 


Style C - 


Thick (for ATexas toast@) 


Type II 


- Whole wheat 


Type III 


- Wheat 


Type IV 


- Raisin 


TypeV 


- Rye 


Type VI 


- French, white 


Type VII 


- Pumpernickel 


Type VIII 


- Marble (rye swirl on pumpernickel) 


Type IX 


- Buttermilk 


TypeX 


- Italian 


Style A 


- Seasoned with garlic and butter 


Style B 


- Unseasoned 


Type XI 


- White, enriched, reduced calorie 


Type XII 


- Wheat, reduced calorie 


Type XIII 


- Other 



http://www.ams.usda.gov/fqa/aa20052b.htm 
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Product state 1 - Fresh 
Product state 2 - Frozen 

Loaf size a - 16 ounce 
Loaf size b - 1 8 ounce 
Loaf size c - 20 ounce 
Loaf size d - 24 ounce 
Loaf size e - 32 ounce 
Loaf size f - Other 

Bake type (i) - Pan baked 
Bake type (ii) - Hearth baked 

Shape (a) - Round topi/ 
Shape (b) - Sandwich II 

1/ Applicable to Types I, II, III, IV, V, XI, and XII. 

Slice type (I) - Sliced 
Slice type (II) - Unsliced 

Enrichment type (A) - Enriched 
Enrichment type (B) - Unenriched 

Seed type (1) - Seeded 1/ 
Seed type (2) - Seedless 1/ 

1/ Applicable to Types V, VII, and X. 

3. SALIENT CHARACTERISTICS. 



bread shall be prepared in accordance with good manufacturing 






3.3 Finished p roduct- 
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£ta££SS& r ' h T 3 and "»» "—sue of «he 

scorched, stale, rancid, or moldy re,gn ° d0rS ° r naVors such but limited to, burnt, 

' b-ad.^h or flo^^^^^^ V * ** «H» of 

product, except Type VI bread winch AallhT™?^^ 0 ^ T CrUSt ^haracter-istic of the 
specks of flour on toe bottom of me bread. ' ° nSP CrUSt ' The baked P roduct *<"' not contain 

fate nSSSgLS" ^ fTOZen ^ Sha " ha - «* "Sredients evenly distributed 

^SS^SE^ ingredientS Sha " ta —* wholesome, and flee from evidence of 

product shall be in a freezer »S hou ° afte^ naki^H ^ bwl is "» *«* 

S? .'^" r 1 be a ' 3 •-P-^-^uZ'' ^ '° 3 ' emPeratUre ° f ° EF <-»■«** " 
^^^r ^Z^^L^ » * ™- omenvise specified in me 

Prior to delivery ^'-SSS^^^^^""-^ °°< ™» — 90 days 

cuea iun^ ( 12.2EC) at any time during storage and delivery. 

4. REGULATORY REQUIREMENTS. 

mLdX"^ a " appHcable Federal, State, and local 

distribution, and sale of the fiS or frozen hS2 £ PJJParation, packaging, labeling, storage, 
frozen bread shall comply' ^^^E^^S^rr^T^^ DeIive -d fresh or 
and regulations promulgated thereunder Pr ° V1S1 ° nS ° f the Federal F °° d , Drug, and Cosmetic Act 



— wm, aJ1 a pp U , 

and regulations promulgated thereunder 

5. QUALITY ASSURANCE PRO VISIONS 



be the same fresh or frozen bread offend for ^fotoSfc St£mdards ' f d <*? ahty assurance Prices, and 
the right to require proof of such conformSce comm ^cial market. The Government reserves 

L^K; ^)"3^?i^ c m or purchase order > * e Fed -1 

of the fresh or frozen bread ^^ a '^^^^f^jS^ determine *e quality assurance 
specifications. The fresh or frozen bread shalX lv ? * ? D ° r a PP licable standards or 
provisions in this CID, soliciSion S^r^S^^ 01 " * accordance ^ a PPlicable 

Standards for Condition of Food ffl^^iffi^ ^ ^ ^ 
6. PACKAGING. 

" teS£QMiall - PJ ^^ Prestation, packaging, 
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packing, labeling, and case marking shall be as specified in the solicitation, contract, or purchase order. 
7. NOTES. 

7.1 Purchasers shall sp ecify: 

- Type(s), style(s), product state(s), loaf size(s), bake type(s), shape(s), slice type(s), enrichment(s), 
seed type(s), of bread as required. 

7.2 Sources of documents. 

7.2.1 Sources of information for governmental documents are as follows : 

Applicable provisions of the Federal Food, Drug, and Cosmetic Act are contained in 21 CFR Parts 1 to 
199. This document may be purchased from: Superintendent of Documents, New Orders, P.O. Box 
371954, Pittsburgh, PA 15250-7954. Credit card (MasterCard or Visa) purchases may be made by 
calling the Superintendent of Documents on (202) 512-1800. 

Copies of the United States Standards for Condition of Food Containers are available from: 
Chairperson, Condition of Container Committee, STOP 0243, 1400 Independence Avenue, SW, 
Washington, DC 20250-0243. 

Civil agencies and other interested parties may obtain copies of this CID from: General Services 
Administration, Federal Supply Service, Specifications Section, Suite 8100, 470 East L'Enfant 
Plaza, SW, Washington, DC 20407. 

Military activities should submit requests for copies of this CID to: Standardization Documents 
Order Desk, Defense Automation Printing Service, 700 Robbins Avenue, Building 4D, 
Philadelphia, PA 19111-5094. 

MILITARY INTERESTS: CIVIL AGENCY COORDINATING ACTIVITIES: 

Custodians DOJ - BOP 

HHS - NIH, IHS 
Army - GL USDA - FV 

Navy -SA VA - OSS 

Air Force - 35 

Review Activities 



PREPARING ACTIVITY: 

DLA - SS 



Army - MD, QM 

Navy - MC (Project No. 8920-P025) 

The U.S. Department of Agriculture (USDA) prohibits discrimination in all its programs and activities on the basis of race, color, national 
origin, gender, religion, age, disability, political beliefs, sexual orientation, and marital or familial status. (Not all prohibited bases apply to 
all programs.) Persons with disabilities who require alternative means for communication of program information (Braille large print 
audiotape, etc.) should contact USDA=s TARGET Center at (202) 720-2600 (voice and TDD). 

To file a complaint of discrimination, write USDA, Director, Office of Civil Rights, Room 326- W, Whitten Building 14th and 
Independence Avenue, SW, Washington, DC 20250-9410 or call (202) 720-5964 (voice or TDD). USDA is an equal opportunity provider 
and employer. J K 
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signs was not legally erroneous, and because 
we find that the Board's finding that Valu's 
guide rails are de.jure functional is supported 
by substantial evidence, the Board's refusal to 
register Valu's guide rail designs is affirmed, 
and Rexnord's cross-appeal is dismissed as 
moot. 

AFFIRMED 
COSTS 

No costs. 
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PATENTS 

[1] Practice and procedure in Patent and 
Trademark Office — Board of Patent 
Appeals and Interferences — In gen- 
eral (§ 110.1101) 

Patentability/Validity — Obviousness — 
Combining references (§ 115.0905) 

Patentability/Validity — Obviousness — 
Evidence of (§ 115.0906) 

Rejection of patent application for obvious- 
ness under 35 U.S.C. § 103 must be based on 
evidence comprehended by language of that 
section, and search for and analysis of prior 
art includes evidence relevant to finding of 
whether there is teaching, motivation, or sug- 
gestion to select and combine references re- 
lied on as evidence of obviousness; factual in- 
quiry Whether to combine references must be 
thorough and searching, based on objective 
evidence of record, and Board of Patent Ap- 
peals and Interferences must explain reasons 
why one of ordinary skill in art would have 
been motivated to select references and to 
combine them to render claimed invention ob- 
vious. 



[2] Patentability/Validity — Obviousness 
— Combining references (§ 115.0905) 

JUDICIAL PRACTICE AND 

PROCEDURE 

Procedure — Judicial review — Stan- 
dard of review — Patents 
(§ 410.4607.09) 

Board of Patent Appeals and Interferences 
improperly relied upon "common knowledge 
and common sense" of person of ordinary 
skill in art to find invention of patent applica- 
tion obvious over combination of two prior art 
references, since factual question of motiva- 
tion to select and combine references is mate- 
rial to patentability, and could not be resolved 
on subjective belief and unknown authority, 
since deferential review of agency decisions 
under Administrative Procedure Act reinforces 
obligation of board to develop evidentiary ba- 
sis for its findings, since board's rejection of 
need for any specific hint or suggestion in par- 
ticular reference to support combination con- 
stituted omission of relevant factor required 
by precedent, and thus was both legal error 
and arbitrary agency action, since board's 
findings must extend to all material facts and 
be documented on record, and since "com- 
mon knowledge and common sense" are not 
specialized knowledge and expertise of 
agency contemplated by APA, and may not be 
substituted for evidence, although they may 
be applied to analysis of evidence. 

PATENTS 

[3] Practice and procedure in Patent and 
Trademark Office — Board of Patent 
Appeals and Interferences — In gen- 
eral (§ 110.1101) 

Patentability/Validity — Obviousness — 
Evidence of (§ 115.0906) 

JUDICIAL PRACTICE AND 
PROCEDURE 

Procedure — Judicial review — Stan- 
dard of review — Patents 
(§ 410.4607.09) 
Patent examiners and Board of Patent Ap- 
peals and Interferences, in relying on what 
they assert to be general knowledge to negate 
patentability on ground of obviousness, must 
articulate that knowledge and place it on 
record, since examiners and board are pre- 
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sumed to act from viewpoint of person of or- 
dinary skill in art in finding relevant facts, as- 
sessing significance of prior art, and making 
ultimate determination of obviousness issue; 
failure to do so is not consistent with either ef- 
fective administrative procedure or effective 
judicial review, and board cannot rely on con- 
elusory statements when dealing with particu- 
lar combinations of prior art and specific 
claims, but must set forth rationale on which 
it relies. 

[4]- Procedure — Court of Appeals for the 
Federal Circuit (§ 410.03) 

Procedure — Judicial review — Stan- 
* dard of review — Patents 
(§410.4607.09) 

U.S. Court of Appeals for the Federal Cir- 
cuit will not consider proposed alternative 
grounds for affirming decision of Board of 
Patent Appeals and Interferences rejecting 
patent application for obviousness, since alter- 
native grounds were made at oral argument 
and constitute post hoc rationalization for 
agency action, consideration of which would 
deprive aggrieved party of fair opportunity to 
support its position. 



Appeal from the U.S. Patent and Trademark 
Office, Board of Patent Appeals and Interfer- 
ences. 

Patent application of Sang-Su Lee, serial 
no. 07/631,210, directed to method of auto- 
matically displaying functions of video dis- 
play device and demonstrating how to select 
and adjust functions to facilitate user re- 
sponse. Applicant appeals from decision up- 
holding rejection of all claims for obvious- 
ness, and from reaffirmation of that decision 
on reconsideration. Reversed and remanded. 

Richard H. Stern and Robert E. Bushnell, 
Washington, D.C., for Sang Su Lee. 

Sidney O. Johnson Jr., associate solicitor, 
John M. Whealan, solicitor, and Raymond T. 
Chen, Maximilian R. Peterson, and Mark 
Nagumo, associate solicitors, Arlington, Va., 
for Director of U.S. Patent and Trademark Of- 
fice. 

Before Newman, Clevenger, and Dyk, cir- 
cuit judges. 

Newman, J. 

Sang-Su Lee appeals the decision of the 
Board of Patent Appeals and Interferences of 



the United States Patent and Trademark Of- 
fice, rejecting all of the claims of Lee's patent 
application Serial No. 07/631,210 entitled 
"Self-Diagnosis and Sequential-Display 
Method of Every Function." 1 We vacate the 
Board's decision for failure to meet the adju- 
dicative standards for review under the Ad- 
ministrative Procedure Act, and remand for 
further proceedings. 

The Prosecution Record 

Mr. Lee's patent application is directed to a 
method of automatically displaying the func- 
tions of a video display device and demon- 
strating how to select and adjust the functions 
in order to facilitate response by the user. The 
display and demonstration are achieved using 
computer-managed electronics, including 
pulse- width modulation and auto-fine-tuning 
pulses, in accordance with procedures de- 
scribed in the specification. Claim 10 is repre- 
sentative: 

10. A method for automatically display- 
ing functions of a video display device, 
comprising: 

determining if a demonstration mode 
is selected; 

if said demonstration mode is selected, 
automatically entering a picture adjustment 
mode having a picture menu screen display- 
ing a list of a plurality of picture functions; 
and 

automatically demonstrating selection 
and adjustment of individual ones of said 
plurality of picture functions. 
The examiner rejected the claims on the 
ground of obviousness, citing the combination 
of two references: United States Patent No. 
4,626,892 to Nortrup, and the Thunderchop- 
per Helicopter Operations Handbook for a 
video game. The Nortrup reference describes 
a television set having a menu display by 
which the user can adjust various picture and 
audio functions; however, the Nortrup display 
does not include a demonstration of how to 
adjust the functions. The Thunderchopper 
Handbook describes the Thunderchopper 
game's video display as having a "demonstra- 
tion mode" showing how to play the game; 
however, the Thunderchopper Handbook 
makes no mention of the adjustment of picture 
or audio functions. The examiner held that it 



1 Ex parte Lee, No. 1994-1989 (Bd. Pat. App. & Int. 
Aug. 30, 1994; on reconsid'n Sept. 29, 1999). 
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would have been obvious to a person of ordi- 
nary skill to combine the teachings of these 
references to produce the Lee system. 

Lee appealed to the Board, arguing that the 
Thunderchopper Handbook simply explained 
how to play the Thunderchopper game, and 
that the prior art provided no teaching or mo- 
tivation or suggestion to combine this refer- 
ence with Nortrup, or that such combination 
would produce the Lee invention. The Board 
held that it was not necessary to present a 
source of a teaching, suggestion, or motiva- 
tion to combine these references or their 
teachings. The Board stated: 

The conclusion of obviousness may be 
made from common knowledge and com- 
mon sense of a person of ordinary skill in 
the art without any specific hint or sugges- 
tion in a particular reference. 

Board op. at 7. The Board did not explain the 
"common knowledge and common sense" on 
which it relied for its conclusion that "the 
combined teachings of Nortrup and Thunder- 
chopper would have suggested the claimed in- 
vention to those of ordinary skill in the art." 

Lee filed a request for reconsideration, to 
which the Board responded after five years. 
The Board reaffirmed its decision, stating that 
the Thunderchopper Handbook was "analo- 
gous art" because it was "from the same field 
of endeavor" as the Lee invention, and that 
the field of video games was "reasonably per- 
tinent" to the problem of adjusting display 
functions because the Thunderchopper Hand- 
book showed video demonstrations of the 
"features" of the game. On the matter of mo- 
tivation to combine the Nortrup and Thunder- 
chopper references, the Board stated that "we 
maintain the position that we stated in our 
r>rior decision" and that the Examiner's An- 
swer provided "a well reasoned discussion of 
why there is sufficient motivation to combine 
the references." The Board did not state the 
examiner's reasoning, and review of the Ex- 
aminer's Answer reveals that the examiner 
merely stated that both the Nortrup function 
menu and. the Thunderchopper demonstration 
mode are program features and mat the Thun- 
derchopper mode "is user-friendly" and it 
functions as a tutorial, and that it would have 
been obvious to combine them. 

Lee had pressed the examiner during pros- 
ecution for some teaching, suggestion, or mo- 
tivation in the prior art to select and combine 



the references that were relied on to show ob- 
viousness. The Examiner's Answer before the 
Board, plus a Supplemental Answer, stated 
mat the combination of Thunderchopper with 
Nortrup "would have been obvious to one of 
ordinary skill in the art since the demonstra- 
tion mode is just a programmable feature 
which can be used in many different device [s] 
for providing automatic introduction by add- 
ing the proper programming software," and 
that "another motivation would be that the au- 
tomatic demonstration mode is user friendly 
and it functions as a tutorial." The Board 
adopted the examiner's answer, stating "the 
examiner has provided a well reasoned discus- 
sion of these references and how the combi- 
nation of these references meets the claim 
limitations." However, perhaps recognizing 
that the examiner had provided insufficient 
justification to support combining the Nortrup 
and Thunderchopper references, the Board 
held, as stated supra, that a "specific hint or 
suggestion" of motivation to combine was not 
required. 
This appeal followed. 

Judicial Review 

Tribunals of the PTO are governed by the 
Administrative Procedure Act, and their rul- 
ings receive the same judicial deference as do 
tribunals of other administrative agencies. 
Dickinson v. Zurko, 527 U.S. 150, 50 USPQ2d 
1930 (1999). Thus on appeal we review a 
PTO Board's findings and conclusions in ac- 
cordance with the following criteria: 

5 U.S.C. § 706(2) The reviewing court 
shall— 

(2) hold unlawful and set aside agency 
actions, findings, and conclusions found 
to be— 

(A) arbitrary, capricious, an abuse of dis- 
cretion, or otherwise not in accordance 
with law; 

* * * * 

(E) unsupported by substantial evidence 
in a case subject to sections 556 and 557 
of this title or otherwise reviewed on the 
record of an agency hearing provided by 
statute; 

For judicial review to be meaningfully 
achieved within these strictures, the agency 
tribunal must present a full and reasoned ex- 
planation of its decision. The agency tribunal 
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must set forth its findings and the grounds 
thereof, as supported by the agency record, 
and explain its application of the law to the 
found facts. The Court has often explained: 

The Administrative Procedure Act, which 
governs the proceedings of administrative 
agencies and related judicial review, estab- 
lishes a scheme of "reasoned decisionmak- 
ing." Not only must an agency's decreed 
result be within the scope of its lawful au- 
thority, but the process by which it reaches 
• that result must be logical and rational. 
Allentown Mack Sales and Service. Inc. v. Na- 
tional Labor Relations Bd., 522 U.S. 359, 374 
(1998) (citation omitted). This standard re- 
quires mat the agency not only have reached a 
sound decision, but have articulated the rea- 
sons for that decision. The reviewing court is 
thus enabled to perform meaningful review 
within the strictures of the APA, for the court 
will have a basis on which to determine 
"whether the decision was based on the rel- 
evant factors and whether there has been a 
clear error of judgment." Citizens to Preserve 
Overton Park v. Volpe, 401 U.S. 402, 416 
(1971). Judicial review of a Board decision 
denying an application for patent is thus 
founded on the obligation of the agency to 
make the necessary findings and to provide an 
administrative record showing the evidence 
on which the findings are based, accompanied 
by the agency's reasoning in reaching its con- 
clusions. See In re Zurko, 258 F.3d 1379, 
1386, 59 USPQ2d 1693, 1697 (Fed. Cir. 
2001) (review is on the administrative record); 
In re Gartside, 203 F.3d 1305, 1314, 53 
USPQ2d 1769, 1774 (Fed. Cir. 2000) (Board 
decision "must be justified within the four 
corners of the record"). 

[1] As applied to the determination of pat- 
entability vel non when the issue is obvious- 
ness, "it is fundamental that rejections under 
35 U.S.C. § 103 must be based on evidence 
comprehended by the language of that sec- 
tion." In re Grasselli, 713 F.2d 731, 739, 218 
USPQ 769, 775 (Fed. Cir. 1983). The essen- 
tial factual evidence on the issue of obvious- 
ness is set forth in Graham v. John Deere Co., 
383 U.S. 1, 17-18, 148 USPQ 459, 467 (1966) 
and extensive ensuing precedent. The patent 
examination process centers on prior art and 
the analysis thereof. When patentability turns 
on the question of obviousness, the search for 
and analysis of the prior art includes evidence 
relevant to the finding of whether there is a 



teaching, motivation, or suggestion to select 
and combine the references relied on as evi- 
dence of obviousness. See, e.g., McGinley v. 
Franklin Sports, Inc., 262 F.3d 1339, 1351-52, 
60 USPQ2d 1001, 1008 (Fed. Cir. 2001) ("the 
central question is whether there is reason to 
combine [the] references," a question of fact 
drawing on the Graham factors). 

"The factual inquiry whether to combine 
references must be thorough and searching." 
Id. It must be based on objective evidence of 
record. This precedent has been reinforced in 
myriad decisions, and cannot be dispensed 
with. See, e.g., Brown & Williamson Tobacco 
Corp. v. Philip Morris Inc., 229 F.3d 1120, 
1124-25, 56 USPQ2d 1456, 1459 (Fed. Cir. 
2000) ("a showing of a suggestion, teaching, 
or motivation to combine the prior art refer- 
ences is an Essential component of an obvi- 
ousness holding' ") (quoting C.R. Bard, Inc., 
v. M3 Systems] Inc., 157 F.3d 1340, 1352, 48 
USPQ2d 1225, 1232 (Fed. Cir. 1998)); In re 
Dembiczak, 175 F.3d 994, 999, 50 USPQ2d 
1614, 1617 (Fed. Cir. 1999) ("Our case law 
makes clear that the best defense against the 
subtle but powerful attraction of a hindsight- 
based obviousness analysis is rigorous appli- 
cation of the requirement for a showing of the 
teaching or motivation to combine prior art 
references."); In re Dance, 160 F.3d 1339, 
1343, 48 USPQ2d 1635, 1637 (Fed. Cir. 
1998) (there must be some motivation, sug- 
gestion, or teaching of the desirability of mak- 
ing the specific combination that was made by 
the applicant); In re Fine, 837 F.2d 1071, 
1075, 5 USPQ2d 1596, 1600 (Fed. Cir. 1988) 
(" 'teachings of references can be combined 
only if there is some suggestion or incentive 
to do so.' ") (emphasis in original) (quoting 
ACS Hosp. Sys. f Inc. v. Montefiore Hosp., 732 
F.2d 1572, 1577, 221 USPQ 929, 933 (Fed. 
Cir. 1984)). 

The need for specificity pervades this au- 
thority. See, e.g., In re Kotzab, 217 F3d 1365, 
1371, 55 USPQ2d 1313, 1317 (Fed. Cir. 
2000) ("particular findings must be made as 
to the reason the skilled artisan, with no 
knowledge of the claimed invention, would 
have selected these components for combina- 
tion in the manner claimed"); In re Rouffet, 
149 F.3d 1350, 1359, 47 USPQ2d 1453, 1459 
(Fed. Cir. 1998) ("even when the level of skill 
in the art is high, the Board must identify spe- 
cifically the principle, known to one of ordi- 
nary skill, that suggests the claimed combina- 
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tion. In other words, the Board must explain 
the reasons one of ordinary skill in the art 
would have been motivated to select the refer- 
ences and to combine them to render the 
claimed invention obvious.*'); In re Fritch, 
972 F.2d 1260, 1265, 23 USPQ2d 1780, 1783 
(Fed. Cir. 1992) (the examiner can satisfy the 
burden of showing obviousness of the combi- 
nation "only by showing some objective 
teaching in the prior art or that knowledge 
generally available to one of ordinary skill in 
the art would lead that individual to combine 
the relevant teachings of the references"). 

[2] With respect to Lee's application, nei- 
ther the examiner nor the Board adequately 
supported the selection and combination of 
the Nortrup and Thunderchopper references to 
render obvious that which Lee described. The 
.examiner's conclusory statements that "the 
demonstration mode is just a programmable 
feature which can be used in many different 
device[s] for providing automatic introduction 
by adding the proper programming software" 
and that "another motivation would be that 
the automatic demonstration mode is user 
friendly and it functions as a tutorial" do not 
adequately address the issue of motivation to 
combine. This factual question of motivation 
is material to patentability, and could not be 
resolved on subjective belief and unknown au- 
thority. It is improper, in determining whether 
a person of ordinary skill would have been led 
to this combination of references, simply to 
"[use] that which the inventor taught against 
its teacher." W.L Gore v. Garlock, Inc., 721 
F.2d 1540, 1553, 220 USPQ 303, 312-13 
(Fed. Cir. 1983). Thus the Board must not 
only assure that the requisite findings are 
made, based on evidence of record, but must 
also explain the reasoning by which the find- 
ings are deemed to support the agency's con- 
clusion. 

Deferential judicial review under the Ad- 
ministrative Procedure Act does not relieve 
the agency of its obligation to develop an evi- 
dentiary basis for its findings. To the contrary, 
the Administrative Procedure Act reinforces 
this obligation. See, e.g., Motor Vehicle Manu- 
facturers Ass'n v. State Farm Mutual Automo- 
bile Ins. Co., 463 U.S. 29, 43 (1983) ("the 
agency must examine the relevant data and ar- 
ticulate a satisfactory explanation for its ac- 
tion including a 'rational connection between 
the facts found and the choice made.' ") 
(quoting Burlington Truck Lines v. United 



States, 371 U.S. 156, 168 (1962)); Securities 
& Exchange Comm'n v. Chenery Corp., 318 
U.S. 80, 94 (1943) ("The orderly function of 
the process of review requires that the 
grounds upon which the administrative 
agency acted are clearly disclosed and ad- 
equately sustained."). 

In its decision on Lee's patent application, 
the Board rejected the need for "any specific 
hint or suggestion in a particular reference" to 
support the combination of the Nortrup and 
Thunderchopper references. Omission of a 
relevant factor required by precedent is both 
legal error and arbitrary agency action. See 
Motor Vehicle Manufacturers, 463 U.S. at 43 
("an agency rule would be arbitrary and capri- 
cious if the agency . . . entirely failed to con- 
sider an important aspect of the problem"); 
Mullins u Department of Energy, 50 F.3d 990, 
992 (Fed. Cir. 1995) ("It is well established 
that agencies have a duty to provide review- 
ing courts with a sufficient explanation for 
their decisions so that those decisions may be 
judged against the relevant statutory stan- 
dards, and that failure to provide such an ex- 
planation is grounds for striking down the ac- 
tion."). As discussed in National Labor Rela- 
tions Bd. v. Ashkenazy Property Mgt. Corp., 
817 F.2d 74, 75 (9th Cir.' 1987), an agency is 
"not free to refuse to follow circuit prece- 
dent." 

The foundation of the principle of judicial 
deference to the rulings of agency tribunals is 
that the tribunal has specialized knowledge 
and expertise, such that when reasoned find- 
ings are made, a reviewing court may confi- 
dently defer to the agency's application of its 
knowledge in its area of expertise. Reasoned 
findings are critical to the performance of 
agency functions and judicial reliance on 
agency competence. See Baltimore and Ohio 
R. R. Co. v. Aberdeen & Rockfish R. R. Co., 
393 U.S. 87, 91-92 (1968) (absent reasoned 
findings based on substantial evidence effec- 
tive review would become lost "in the haze of 
so-called expertise"). The "common knowl- 
edge and common sense" on which the Board 
relied in rejecting Lee's application are not the 
specialized knowledge and expertise contem- 
plated by the Administrative Procedure Act. 
Conclusory statements such as those here pro- 
vided do not fulfill the agency's obligation. 
This court explained in Zurko, 258 F.3d at 
1385, 59 USPQ2d at 1697, that "deficiencies 
of the cited references cannot be remedied by 
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the Board's general conclusions about what is 
'basic knowledge* or 'common sense/ " The 
Board's findings must extend to all material 
facts and must be documented on the record, 
lest the "haze of so-called expertise" acquire 
insulation from accountability. "Common 
knowledge and common sense," even if as- 
sumed to derive from the agency's expertise, 
do not substitute for authority when the law 
requires authority. See Allentown Muck, 522 
U.S. at 376 ("Because reasoned decisionmak- 
ing demands it, and because the systemic con- 
sequences of any other approach are unaccept- 
able, the Board must be required to apply in 
fact the clearly understood legal standards that 

jt enunciates in principle ") 

The case on which the Board relies for its 
departure from precedent, In re Bozek, 416 
F.2d 1385, 163 USPQ 545 (CCPA 1969), in- 
deed mentions "common knowledge and 
common sense," the CCPA stating that the 
phrase was used by the Solicitor to support the 
Board's conclusion of obviousness based on 
evidence in the prior art. Bozek did not hold 
that common knowledge and common sense 
are a substitute for evidence, but only that 
they may be applied to analysis of the evi- 
dence. Bozek did not hold that objective 
analysis, proper authority, and reasoned find- 
ings can be omitted from Board decisions. 
Nor does Bozek, after thirty-two years of iso- 
lation, outweigh the dozens of rulings of the 
Federal Circuit and the Court of Customs and 
Patent Appeals that determination of patent- 
ability must be based on evidence. This court 
has remarked, in Smiths Industries Medical 
Systems, Inc. v. Vital Signs, Inc., 183 F.3d 
1347, 1356, 51 USPQ2d 1415, 1421 (Fed. Cir. 
1999), that Bozek! s reference to common 
knowledge "does not in and of itself make it 
so" absent evidence of such knowledge. 

[3] The determination of patentability on 
the ground of unobviousness is ultimately one 
of judgment. In furtherance of the judgmental 
process, the patent examination procedure 
serves both to find, and to place on the official 
record, that which has been considered with 
respect to patentability. The patent examiner 
and the Board are deemed to have experience 
in the field of the invention; however, this ex- 
perience, insofar as applied to the determina- 
tion of patentability, must be applied from the 
viewpoint of "the person having ordinary skill 
in the art to which said subject matter per- 
tains/' the words of section 103. In finding the 



relevant facts, in assessing the significance of 
the prior art, and in making the ultimate deter- 
mination of the issue of obviousness, the ex- 
aminer and the Board are presumed to act 
from this viewpoint. Thus when they rely on 
what they assert to be general knowledge to 
negate patentability, that knowledge must be 
articulated and placed on the record. The fail- 
ure to do so is not consistent with either effec- 
tive administrative procedure or effective judi- 
cial review. The board cannot rely on conclu- 
sory statements when dealing with particular 
combinations of prior art and specific claims, 
but must set forth the rationale on which it re- 
lies. 

Alternative Grounds 

[4] At oral argument the PTO Solicitor pro- 
posed alternative grounds on which this court 
might affirm the Board's decision. However, 
as stated in Burlington Truck Lines, Inc. v. 
United States, 371 U.S. 156, 168 (1962), 
"courts may not accept appellate counsel's 
post hoc rationalization for agency action." 
Consideration by the appellate tribunal of new 
agency justifications deprives the aggrieved 
party of a fair opportunity to support its posi- 
tion; thus review of an administrative decision 
must be made on the grounds relied on by the 
agency. "If those grounds are inadequate or 
improper, the court is powerless to affirm the 
administrative action by substituting what it 
considers to be a more adequate or proper ba- 
sis." Securities & Exchange Comm'n v. Chen- 
ery Corp., 332 U.S. 194, 196 (1947). As reit- 
erated in Federal Election Comm'n v. Akins, 
524 U.S. 11, 25 (1998), "If a reviewing court 
agrees that the agency misinterpreted the law, 
it will set aside the agency's action and re- 
mand the case .— even though the agency 
(like a new jury after a mistrial) might later, 
in the exercise of its lawful discretion, reach 
the same result for a different reason." Thus 
we decline to consider alternative grounds that 
might support the Board's decision. 

Further Proceedings 

Sound administrative procedure requires 
that the agency apply the law in accordance 
with statute and precedent. The agency tribu- 
nal must make findings of relevant facts, and 
present its reasoning in sufficient detail that 
the court may conduct meaningful review of 
the agency action. In Radio-Television News 
Directors Ass'n v. FCC, 184 F.3d 872 (D.C. 
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Cir. 1999) the court discussed the "fine line 
between agency reasoning that is *so crippled 
as to be unlawful' and action that is poten- 
tially lawful but insufficiently or inappropri- 
ately explained/' quoting from Checkosky u 
Securities & Exch. Comm'n, 23 F3d 452, 464 
(D.C. Cir. 1994); the court explained that 
"[i]n the former circumstance, the court's 
practice is to vacate the agency's order, while 
in the latter the court frequently remands for 
further explanation (including discussion of 
the relevant factors and precedents) while 
withholding judgment on the lawfulness of the 
agency's proposed action." Id. at 888. In this 
case the Board's analysis of the Lee invention 
does not comport with either the legal require- 
ments for determination of obviousness or 
with the requirements of the Administrative 
Procedure Act that the agency tribunal set 
forth the findings and explanations needed for 
"reasoned decisionmaking." Remand for 
these purposes is required. See Overton Park, 
401 U.S. at 420-221 (remanding for further 
proceedings appropriate to die administrative 
process). 

VACATED AND REMANDED 
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COPYRIGHTS 

[1] Non-copyrightable matter — Ideas and 
systems (§ 211.05) 

Defendants are not entitled to summary 
judgment that plaintiffs' cooking recipes are 
uncopyrightable, even though 17 U.S.C. 
§ 102(b) denies copyright protection to mere 
procedures or processes, since neither courts 
nor Register of Copyrights have declared that 
recipes are per se uncopyrightable, since de- 
fendants have not shown that plaintiffs' cook- 
book is copyrighted as factual compilation or 
collective work rather than literary work, and 
since even if book is not literary work, genu- 
ine issue of material fact exists as to whether 
plaintiffs' recipes, which contain more than 
mechanical listings of ingredients and cooking 



instructions, represent mere unprotected facts 
or protectable expression. 

JUDICIAL PRACTICE AND 
PROCEDURE 

[2] Procedure — Limitations period; time- 
liness (§ 410.05) 
Plaintiffs' claim for copyright infringement 
is not barred by three-year statute of limita- 
tions specified by 17 U.S.C. § 507(b), even 
though infringement claim was brought more 
than three years after infringing work was first 
published, since discovery rule and other eq- 
uitable tolling doctrines apply to copyright 
claims, since plaintiffs' cause of action argu- 
ably did not accrue until they discovered de- 
fendants' book, less than one year before suit 
was brought, and since even if claim accrued 
on date of first publication, limitations period 
bars only remedy, not substantive right. 



Action by Judy Barbour and Cookbook Re- 
sources LLC against James Head and Penfield 
Press Inc. for copyright infringement, and for 
unfair competition through misappropriation 
and conversion. On defendants' motion for 
summary judgment. Denied as to copyright 
claims; granted as to state law claims. 

CP. Hardy III, Houston, Texas, for plain- 
tiffs. 

Karen Bryant Tripp, Houston, for defen- 
dants. 

Kent, J. 

ORDER GRANTING IN PART DEFEN- 
DANT PENFIELD PRESS' MOTION TO 
DISMISS 

This case involves a rustled cowboy cook- 
book. On August 13, 2001, Plaintiffs Judy 
Barbour ("Barbour") and Cookbook Re- 
sources, L.L.C. ("Cookbook Resources") 
filed causes of action for copyright infringe- 
ment, unfair competition through misappro- 
priation, and conversion, with which they're 
fixin' to brand Defendants James Head 
("Head") and Penfield Press, Inc. ("Penfield 
Press"). On October 25, 2001, to bust out of 
the corral, Defendant Penfield Press filed a 
Motion to Dismiss pursuant to Fed.R.Civ.P. 
12(b)(6). For the reasons articulated below, 
Defendant's Motion to Dismiss shall be 



